IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of 
FRIEDRICH etal. 
Serial No. 09/235,242 
Filed: January 22, 1999 
For: PREPARATION OF y-ALKOXYNITRILES 




Art Unit: 1613 
Examiner: STOCKTON,L 



Honorable Commissioner of 

Patents and Trademarks 
Washington, D.C. 20231 

Sir: 

PRELIMINARY STATEMENT 
Claims 2 to 6 are in this application upon entry of the amendments filed under 35 

U.S.C. 1.116. 

The examiner is requested to favorably reconsider the rejection of claims 2-6 
under 35 U.S.C. 1 12, second paragraph in view of the foregoing amendments. The title 
has been changed to "PREPARATION OF y-alkoxynitriles" rather than 
"PREPARATION OF p-ALKOXYNiTRiLES " . Claims 2 to 5 depend from independent 
claim 6. It is now clear that the substituents R^ to R" are descriptive of the 
diazabicycloalkene nucleus. 

The examiner is requested to favorably reconsider the rejection of claims 2-6 
under 35 U.S.C. 103(a)in view of the foregoing amendments and the following remarks. 
It's unfortunate that the prosecution of the parent application was focused on a process 




for preparing beta-alkoxynitriles and was therefore misplaced. Original claim 6 was 
directed to a process for preparing y-alkoxynitriles and is now the base claim upon 
which the remaining claims are dependent. The examiner's rejection which relies upon 
prior art which relates to the preparation of p-alkoxynitriles is inapt. Favorable 
reconsideration is solicited. 

In view of the foregoing amendments and remarks, the applicants respectfully 
urge that the invention claimed herein is patentable and a Notice of Allowance is 
solicited. 

Please charge any shortage in fees due in connection with the filing of this 
paper, including Extension of Time fees to Deposit Account No. 1 1 .0345. Please credit 
any excess fees to such deposit account. 




1101 Connecticut Ave., N.W. 
Washington. D.C. 20036 
(202) 659-0100 



November 9, 1999 
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Please type a plus sign , ynskje^^p>ox — > I4. | * 

ECH CENTER 16C0/290O ^^^^ o^^^^'Z^ito^i 

' Patent and Tradennari( Office: U.S. DEPARTMENTT OF COMMERCE 

Under the PapecworV Reduction Act of 1 995. no persons are required to respond to a collection of tnformation unless it displays a vatid 0MB control number. 



© t '^^NTINUED PROSECUTION APPLICATION (CPA) 
. r\ REQUEST TRANSMITTAL 




Submft an original, and a duplicate for fee pmcesslng. 
(Only for Continuation or Drvishnal appttcations under 37 CFR 1.53(d}} 



CHcCK BOX. if BppSc3b)e: 

I I DOiP'l.SCATE 



Address to: 



Assistant Commissioner for Patents 
Box CPA 

Washington, DC 20231 



Attorney Docket No. 



First Named Inventor 



Express Mail Label No. 



I Total Pages 



48746 



Wolfgang FR 



NOV 13 



This is a request for a 0 continuation or CU divisional application under 37 CFR 1.53(d), 
(continued prosecution application (CPA)) of prior application number 09 / 235.242 
filed onjL/22/22 . entitle d preparation of jb-alkoxynitriles 



TECHCF!ffFRfe 00/290Q 



: . ■ . - '''1:^ - NOTES ' /§:r . / 

FIUNG QUAUFiCAtiONS: rij)e prk>f hpp{i^^^ identified above must be a nonprovisionat application tti at is 
either (1) complete as defined by 3^^^^ or after June 8, 1995, or (?)ltie- national stage^ 

of an international appfication in conipHance witti 35 U.S.C. 371 and fifed on or after June 8, 1995. . - 

C-/-P NOT PERMiTTBD: A continuation-in-part appfication cannot be filed as a CPA under 37 CFR 53(d), 
but must be filed under 37 CFR 1. 53(b). 

EXPRESS ABANDONrAENT OF PRIOR APPUCATION: Tfse filing of this CPA is a request to expressly 
abandon the prior application as of the filing date of the request for a CPA. 37 CFR 1.53(b) rriust be used to 
file a continuation, divisional, or continuation-in-pdrt of an application that is not to be abandoned. 

ACCESS TO PRIOR APPLICATION: The filing of this CPA will be construed to include a waiver bf 
confidentiality by the applicant under 35 U.S.C. 122 to the extent that any member of the public who is entitled 
under the provisions of 37 CFR 1.14 to access to, copies of, or infonrtalion concerning, the prior application 
may t>e given similar access to, copies of, or similar information concerning, the other application or 
applications in the file jacket. 

35 U.S.C. 120 STATEMENT: In a CPA, no reference to the prior application is needed in the first sentence of 
the specification and none should be submitted. If a sentence referencing the prior application is submitted, it 
v/ill not be entered. A request for a CPA is the specific reference required by 35 U.S,C, 120 and to every 
application assigned the application number identified in such request, 37 CFR 1. 78(a). ■■ 



1. [X] Enter the unentered amendment previously filed on 9/29/99 and s uppl. 2miend 10/12/99 
under 37 CFR 1.116 in the prior nonprovisional application. 

2. [x] A preliminary amendrf\ent is enclosed. 

3. This application is fiied by fev/er than ail the inventors named in the prior application, 37 CFR 1.53 (d)(4). 
a. [j DELETE the follov/ing (nventor(s) named in the prior nonorovisiona! application: 

ii/io/i*9 SLuasBi fmmi m^mi 



b. Q The inventorts)°to be deleted are set forth on a separate sheet aUached hereto. 
4. Q A new power of attorney or authorization of agent (PTO/SB/81) is enclosed. 
5- Information Disclosure Statement (IDS)-is enclosed: 

a. □ PTO-1449 

b. □ Copies of IDS Citations 



+ 



[Page 1 of 2] 

Buiden Hour Sia'.ernent Tnis form is estimated to take C.4 hours to complete. Time wii; vnr.- Jependmg upon the needs of ^^e individual case. A/iy 
com(T*enis on me amount ot !in^ you are required to complete this form should be sent lo i^e Chiet Information Officer. Patent and Trademarv, 
OtTtce. VVash.ng'.on. DC 20231. OO NOT SEND FEES OR COMPLETED FORK'S TO TH.l$ AOORESS. SEND TO. Assistant Commissioner for 

Pa:en:s Bo> C?.~. DC 20jZ: 



Ptease type a plus sign (♦) tn,. 



PTO/SB/29 (12/97) 
Approved for use through 09/30/00. OMB 0651-0032 
Patent and Trademarit Office: U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995. no persons are required to respond to a colteaion of infomiation unless it displays a vaHd OM3 control number 



+ 



CLAIMS 


(1) FOR 


(2) NUMBER FILED 


1 

(3) NUMBER EXTRA 1 (4) RATE 


(5) CALCUUVTIONS 


^^^^ 


TOTAL CUMMS 

(37 CFR 1.16(c)) 


5 -20 = 




xS 


S 


INDEPENDENT 

CLAIMS{37CrR 1.16(bl) 


1 -3 = 




x$ 




MULTIPLE DEPENDENT CLAIMS (if applicable) (37 CFR 1.16(d)) 


+ $ 








BASIC FEE 

(37 CFR 1.16(a)) 


760. 






Total of above Calculations = 


760. 




Reduction by 50% for filing by small entity (Note 37 CFR 1 .9. 1 .27. 1 .28). 






TOTAL = 





6. Small entity status: 
a. □ A small entity statement is enclosed. 

i_ I — I A small entity statement was filed in the prior nonprovisional application 
°- L-i and such status is still proper and desired. 

c □ Is no longer claimed. 

7. The Commissioner is hereby authorized to credit overpayments or charge the following fees to 
Deposit Account No. 



11 - 



0345 



a. [x] Fees required under 37 CFR 1.16. 

b. fyl Fees required under 37 CFR 1.17. 

Fees required under 37 CFR 1 . 1 8. 

8. Hi A check in the amount of S 760.00 

9. □ Other: 



is enclosed. 



NOTE: 



The prior application's correspondence address will carry over to this CPA 
UNLESS a nev/ correspondence address is provided below. 



10. NEW CORRESPONDENCE ADDRESS 



□ Customer Number or Bar Code Label 



or f" ] New correspondence address ^e/o■.v | 



: (Insert Customer No. cr Attach bar code label here) 



ADDRESS 



c/rv 


i STATE 


1 ZIP CODE 
I 


. . f 
: . j 


ccu\'rRy 




TELEPHONE 




FAX 


[ 



11. SIGNATURE OF APPLICANT ATTOh 



OR AGENT REQUIRED 



g 








— 


i i 

\— 


Henry F 






— t 



